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Claims 1-37 have been examined. 

Claim Rejections - 35 (JSC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, If the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(f) or (g) prior 
art under 35 U.S.C. 103(a). 

Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe (U.S. Patent 5,717,776) in view of Sukegawa et al. Watanabe discloses an 
identification document transaction apparatus connected to a residents database storing 
therein Identification data of the residents and also connected to a center which 
executes an examination for issuance of identification documents through a 
communication line, said apparatus comprising: a communication unit for 
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communicating with said center (column 12, lines 31-33; see also Figure 10A); an 
image input unit for inputting an image of the applicant for an identification document 
(column 15, lines 1-31); and a data input unit for inputting data for the application 
(column 15, lines 21-40). 

Watanabe does not expressly disclose a display unit for displaying a guidance for 
the procedure for the identification document transaction, but Sukegawa et al. teach this 
(Figure 7; column 3, lines 21-24; column 8, lines 27-35 et subseq.). Hence, it would 
have been obvious to one of ordinary skill in the art of identification document 
preparation at the time of applicant's invention to include a display unit for displaying a 
guidance for the procedure, for the obvious advantage of making applicants more likely 
to carry out the procedure correctly, 

Watanabe does not expressly disclose a sign input unit for inputting a sign of the 
applicant, but official notice is taken that it is well known to use sign input units for 
inputting a sign of an applicant. (For example, Examiner inputted his signature into 
such a unit to have a reproduction of his signature printed on his Virginia driver's 
license.) Hence, it would have been obvious to one of ordinary skill in the art of 
identification document preparation at the time of applicant's invention to include such a 
sign input unit, for the obvious advantage of obtaining the identification document 
applicant's signature for the identification document and/or for issuer's records. 

Watanabe does not expressly disclose a control section for transmitting the data 
inputted by each of the input units to the center using the communication unit, but it is 
held to be inherent that there must be circuitry and/or software to carry this out. 
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Watanabe does not expressly disclose orchestrating the center so as to determine 
whether the applied for identification document is to be issued or not based on the 
identification data for the applicant which has been recorded in the resident database 
and on the transmitted input data, but Sukegawa et al. teach this (column 7, line 36, 
through column 8, line 26; see also Figure 4). Hence, it would have been obvious to 
one of ordinary skill in the art of identification document preparation at the time of 
applicant's invention to determine whether or not the applied for identification document 
is to be issued or not based on the recorded identification data and the transmitted input 
data, for the obvious advantage of issuing identification documents to and only to the 
persons whom they are supposed to identify. 

Watanabe does not expressly disclose that his invention is for passports, but 
does teach that it relates to a certification card with a certification photo, such as a 
driver's license or a personal identification card (column 1, lines 7-9), and passports are 
personal identification documents which generally contain certification photos. Hence, it 
would have been obvious to one of ordinary skill in the art of identification document 
preparation at the time of applicant's invention to apply Watanabe's methods to 
producing passports. 

Claim 2 is rejected under 35 U.S.C, 103(a) as being unpatentable over 
Watanabe (U.S. Patent 5,717,776) in view of Sukegawa et al. Watanabe discloses an 
identification document transaction apparatus connected through a communication line 
to a center which executes an examination for issuance of identification documents, as 
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well as to a residents database which stores identification data of residents for providing 
services for issuing identification documents to residents, said apparatus comprising: a 
communication unit for communicating with said center (column 12, lines 31-33; see 
also Figure 10A); an image input unit for inputting an image of the applicant for an 
identification document (column 15, lines 1-31); and a data input unit for inputting data 
of the application (column 15, lines 21-40). Watanabe does not expressly disclose a 
control unit for transmitting the data inputted by each of the input units and the 
identification data of the applicant fetched using the communication unit to the center 
using the communication unit, but it is held to be inherent that there must be circuitry 
and/or software to carry this out. Watanabe does not expressly disclose orchestrating 
the center so as to determine whether the applied for identification document is to be 
issued or not based on the identification data for the applicant which has been recorded 
in the resident database and on the transmitted input data, but Sukegawa et al. teach 
this (column 7, line 36, through column 8, line 26; see also Figure 4). Hence, it would 
have been obvious to one of ordinary skill in the art of identification document 
preparation at the time of applicant's invention to determine whether or not the applied 
for identification document is to be issued or not based on the recorded identification 
data and the transmitted input data, for the obvious advantage of issuing identification 
documents to and only to the persons whom they are supposed to identify. 

Watanabe does not expressly disclose a display unit for displaying a guidance for 
the procedure for the identification document transaction, but Sukegawa et al. teach this 
(Figure 7; column 3, lines 21-24; column 8, lines 27-35 et subseq.). Hence, it would 
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have been obvious to one of ordinary skill in the art of identification docunnent 
preparation at the time of applicants invention to include a display unit for displaying a 
guidance for the procedure, for the obvious advantage of making applicants more likely 
to carry out the procedure correctly. 

Watanabe does not expressly disclose a sign input unit for inputting a sign of the 
applicant, but official notice is taken that it is well known to use sign input units for 
inputting a sign of an applicant. (For example, Examiner inputted his signature into 
such a unit to have a reproduction of his signature printed on his Virginia driver^s 
license.) Hence, it would have been obvious to one of ordinary skill in the art of 
identification document preparation at the time of applicant's invention to include such a 
sign input unit, for the obvious advantage of obtaining the identification document 
applicant's signature for the identification document and/or for issuer's records. 

Watanabe does not expressly disclose that his invention is for passports, but 
does teach that it relates to a certification card with a certification photo, such as a 
driver's license or a personal identification card (column 1 , lines 7-9), and passports are 
personal identification documents which generally contain certification photos. Hence, it 
would have been obvious to one of ordinary skill in the art of identification document 
preparation at the time of applicant's invention to apply Watanabe's methods to 
producing passports. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe (U.S. Patent 5,717,776) in view of Sukegawa et al. Watanabe discloses an 
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identification document apparatus Which provides the data for issuance of a certificate 
for an applicant and executes examination for issuance of identification documents for 
processing identification documents through communication with the center via a 
communication line, said apparatus comprising: a communication unit for 
communicating with said center (column 12, lines 31-33; see also Figure 10A); an 
image input unit for inputting an image of the applicant for an identification document 
(column 15, lines 1-31); and a data input unit for inputting data for the identification 
document transaction (column 15, lines 21-40). Watanabe does not expressly disclose 
a control unit for controlling the communications by the communication unit, image input 
by the image input unit, display by the display unit, data input by the data input unit, and 
issuance by the issuer unit, but it is held to be inherent that there must be circuitry 
and/or software to carry out control. Watanabe does not expressly disclose 
orchestrating the center so as to determine whether the applied for identification 
document is to be issued or not based on the identification data for the applicant which 
has been recorded in the resident database and on the transmitted input data, but 
Sukegawa et al. teach this (column 7, line 36, through column 8, line 26; see also 
Figure 4). Hence, it would have been obvious to one of ordinary skill in the art of 
identification document preparation at the time of applicant's invention to determine 
whether or not the applied for identification document is to be issued or not based on 
the recorded identification data and the transmitted input data, for the obvious 
advantage of issuing identification documents to and only to the persons whom they are 
supposed to identify. 
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Watanabe does not expressly disclose a display unit for displaying a guidance for 
the procedure for the identification document transaction, but Sukegawa et al. teach this 
(Figure 7; column 3, lines 21-24; column 8, lines 27-35 et subseq.). Hence, it would 
have been obvious to one of ordinary skill in the art of identification document 
preparation at the time of applicant's invention to include a display unit for displaying a 
guidance for the procedure, for the obvious advantage of making applicants more likely 
to carry out the procedure correctly. 

Watanabe discloses a printer unit (Figure 2, element 57; see also column 5, lines 
9-12). Watanabe does not expressly disclose that the printer unit prints the image 
inputted by the image input unit, but official notice is taken that it is well known to print 
images on passports, driver's licenses, passports, and other identification documents. 
Hence, it would have been obvious to one of ordinary skill in the art of identification 
document preparation at the time of applicant's invention to print the image, for the 
obvious advantage of producing a photographic identification document. 

Watanabe discloses an issuer unit for issuing an identification document 
obtained by printing with the printer unit (column 16, lines 35-39). 

Watanabe does not expressly disclose that his invention is for passports, but 
does teach that it relates to a certification card with a certification photo, such as a 
driver's license or a personal identification card (column 1 , lines 7-9), and passports are 
personal identification documents which generally contain certification photos. Hence, it 
would have been obvious to one of ordinary skill in the art of identification document 
preparation at the time of applicant's invention to apply Watanabe's methods to 
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producing passports. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable 
over Watanabe and Sukegawa et al. as applied to claim 3 above. Watanabe discloses 
an identification document data input unit for inputting the contents of an issued 
identification document as data (column 4, lines 30-35; column 12, lines 26-30); and 
discloses orchestrating, when reissuing an identification document, the display unit and 
data input unit so as to amend the data required using data inputted from the 
identification document data input unit (column 12, line 41, through column 13, line 54). 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe and Sukegawa et al. as applied to claim 4 above. Watanabe discloses that 
an input unit reads the image of an issued identification document, and recognizes the 
characters in the read image in order to input the data (column 12, lines 26-30). 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe and Sukegawa et al. as applied to claim 3 above. Watanabe does not 
expressly disclose a receipt issuer unit for issuing receipt authorization data for 
checking an applicant when an identification document is issued to the applicant, but 
Sukegawa et al. teach this (column 9, lines 7-15). Neither Watanabe not Sukegawa et 
al. disclose having the control unit determine whether the applied for identification 
document is to be issued or not by verifying the authorization in a storing unit, but 
official notice is taken that it is well known to provide or not provide a product or service 
to a customer according to whether it can be verified that he has paid for it. Hence, it 
would have been obvious to one of ordinary skill in the art of identification document 
preparation at the time of applicant's invention to have the control unit determine 
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whether the applied for identification docunnent is to be issued by verifying the receipt 
authorization, for the obvious advantage of issuing documents to, and only to, those 
who have paid for them. 

Neither Watanabe nor Sukegawa et al. expressly disclose issuing receipt 
authorization data for checking an applicant when an identification document is issued 
on a later day, but official notice is taken that it is well known for receipts to be used to 
obtain goods or services on a later day (e.g., layaway plans). Hence, it would have 
been obvious to one of ordinary skill in the art of identification document preparation at 
the time of applicant's invention to issue receipt authorization data for checking an 
applicant when a passport was issued to the applicant on a later day, for the obvious 
advantage of easing issuance, when, for a variety of reasons, a passport could not be 
issued at once. (Reasons might include lack of stock of passport blanks, the need to 
verify certain information, or summon human beings to make sensitive decisions, etc. 
For that matter, the present examiner has several times in his life applied for and 
obtained passports, and, if his recollection serves, passports were not issued until some 
days after he had gone to the Post Office, paid the requisite fees, submitted 
photographs, etc.) 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe and Sukegawa et al. as applied to claim 3 above. Watanabe does not 
expressly disclose that the image input unit is a digital camera, but does disclose that a 
CCD (charge-coupled device) rather than a conventional silver halide photographic 
system is used (column 15, lines 1-14). Official notice is taken that digital cameras are 
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well known, particularly in association with CCD's; hence, it would have been obvious to 
one of ordinary skill in the art of identification docunnent preparation at the time of 
applicant's invention to use a digital camera, for the stated advantage of taking and 
storing a number of shots within a short time. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe and Sukegawa et al. as applied to claim 3 above. Watanabe does not 
disclose, nor do Sukegawa et al. teach, that the apparatus further comprises a voice 
outputting unit for providing guidance by voice for the transaction procedure; or that the 
control unit outputs messages previously prepared with voice according to the progress 
of the transaction procedure by controlling the voice outputting unit. However, official 
notice is taken that it is well known to use voice outputting units to provide guidance by 
voice, and to have a control unit output messages previously prepared with voice 
according to the progress of a procedure by controlling the voice outputting unit. (An 
example with which millions of people must be familiar, often to their frustration, is the 
kind of voicemail system in which previously prepared voice messages are outputted to 
the caller depending on his progress in selecting telephone buttons to press or answers 
to speak.) Hence, it would have been obvious to one of ordinary skill in the art of 
identification document preparation at the time of applicant's invention to have the 
apparatus further comprise such a voice outputting unit for providing guidance, and to 
output messages previously prepared with voice according to the progress of the 
transaction procedure, for the obvious advantages of conveniently providing instructions 
to people who may be imperfectly literate, providing instructions by voice to save people 
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the trouble of attempting to read instructions while at the same time entering data, and 
saving the expense of a display screen as opposed to a microphone. 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe and Sukegawa et al. as applied to claim 3 above. Watanabe does not 
disclose, nor do Sukegawa et al. teach, that the display unit is a display unit based on 
an integrated touch panel system, but official notice is taken that display units based on 
integrated touch panel systems are well known. Hence, it would have been obvious to 
one of ordinary skill in the art of identification document preparation at the time of 
applicant's invention to employ a display unit based on an integrated touch panel 
system, for the obvious advantage of conveniently responding to a user's entries, and 
displaying appropriate instructions. 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe and Sukegawa et al. as applied to claim 3 above. Watanabe discloses a 
direct payment unit for payment of a charge for identification document transaction with 
cash (Figure 3, elements 69 and 70; see also column 5, lines 50-56), wherein the input 
of bills and change is controlled by controlling the operations of the direct payment unit 
(Figure 2, elements 29 and 30; column 5, lines 50-56). 

Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe and Sukegawa et al. as applied to claim 3 above. Watanabe does not 
disclose that the communication unit is connected to a center of a financial institution, or 
that the apparatus further comprises an indirect payment unit for processing a charge 
for passport application through communication between the communication unit and 
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the financial institution, but official notice is taken that it is well known to provide indirect 
payment means for processing a charge through communication with a financial 
institution (e.g., ATM machines, apparatus for accepting credit and debit cards in many 
shops, etc.). Hence, it would have been obvious to one of ordinary skill in the art of 
identification document preparation at the time of applicant's invention to have the 
apparatus further comprise an indirect payment unit, with a connection to a financial 
institution, for the obvious advantages of enabling document applicants to apply for 
identification documents without the inconvenience of carrying sufficient cash, and 
sparing the operators of the identification document transaction apparatus the need to 
deal with substantial amounts of cash. 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe and Sukegawa et al. as applied to claim 3 above. Watanabe discloses 
reading out data for issuing a certificate for the identification document applicant from 
the center with the communication unit (column 12, lines 53-61), and printing the 
certificate based on the read-out data using the printing unit (e.g., column 7, lines 20- 



Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe and Sukegawa et al. as applied to claim 3 above. Watanabe discloses that a 
data input unit executes data input from a storage medium storing therein data required 
for transactions (column 12, lines 21-40). 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe (U.S. Patent 5,717,776) in view of Sukegawa et al. Watanabe discloses an 



54). 
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identification card transaction apparatus for processing identification card transactions 
with a storage nriedium which stores the data required for issuance of identification 
cards and the data for identifying the applicants for the identification cards, said 
apparatus comprising: an image input unit for inputting an image of the applicant 
(column 1 5, lines 1 -31 ); and a data input unit for inputting data for the application 
(column 15, lines 21-40). Watanabe does not expressly disclose a control unit for 
controlling the communications by the communication unit, image input by the image 
input unit, display by the display unit, data input by the data input unit, and issuance by 
the issuer unit, but it is held to be inherent that there must be circuitry and/or software to 
carry out control. Watanabe does not expressly disclose orchestrating the center so as 
to determine whether the applied for identification document is to be issued or not 
based on the identification data for the applicant which has been recorded in the 
resident database and on the transmitted input data, but Sukegawa et al. teach this 
(column 7, line 36, through column 8, line 26; see also Figure 4). Hence, it would have 
been obvious to one of ordinary skill in the art of identification document preparation at 
the time of applicant's invention to determine whether or not the applied for identification 
document is to be issued or not based on the recorded identification data and the 
transmitted input data, for the obvious advantage of issuing identification documents to 
and only to the persons whom they are supposed to identify. 

Watanabe does not expressly disclose a reader unit for reading out the data from 
the storage medium, but Sukegawa et al. teach this (element 42 in Figure 4), 
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Watanabe does not expressly disclose a display unit for displaying a guidance for 
the procedure for the identification document transaction, but Sukegawa et al. teach this 
(Figure 7; column 3, lines 21-24; column 8, lines 27-35 et subseq.). Hence, it would 
have been obvious to one of ordinary skill in the art of identification document 
preparation at the time of applicant's invention to include a display unit for displaying a 
guidance for the procedure, for the obvious advantage of making applicants more likely 
to carry out the procedure correctly. 

Watanabe discloses a printer unit (Figure 2, element 57; see also column 5, lines 
9-12). Watanabe does not expressly disclose that the printer unit prints the image 
inputted by the image input unit, but official notice is taken that it is well known to print 
images on passports, driver's licenses, passports, and other identification documents. 
Hence, it would have been obvious to one of ordinary skill in the art of identification 
document preparation at the time of applicant's invention to print the image, for the 
obvious advantage of producing a photographic identification document. 

Watanabe discloses an issuer unit for issuing an identification document 
obtained by printing with the printer unit (column 16, lines 35-39). 

Watanabe does not expressly disclose that his invention is for passports, but 
does teach that it relates to a certification card with a certification photo, such as a 
driver's license or a personal identification card (column 1 , lines 7-9), and passports are 
personal identification documents which generally contain certification photos. Hence, it 
would have been obvious to one of ordinary skill in the art of identification document 
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preparation at the time of applicant's invention to apply Watanabe's methods to 
producing passports. 

Claims 15 and 16 closely parallel claims 4 and 5, respectively, and are rejected 
under 35 U.S.C. 103(a) on the same grounds. 

Claim 17 closely parallels claim 6, and is rejected under 35 U.S.C. 103(a) on the 
same grounds. 

Claim 18 closely parallels claim 7, and is rejected under 35 U.S.C. 103(a) on the 
same grounds. 

Claims 19, 20, 21, and 22 closely parallel claims 8, 9, 10, and 11, respectively, 
and are rejected under 35 U.S.C. 103(a) on the same grounds. 

Claim 23 closely parallels claim 12, and is rejected under 35 U.S.C. 103(a) on 
the same grounds. 

Claim 24 closely parallels claim 13, and is rejected under 35 U.S.C. 103(a) on 
the same grounds. 

Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe and Sukegawa et al. as applied to claim 14 above. Watanabe discloses that 
data is read from an IC card (column 5, lines 57-65). 

Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe (U.S. Patent 5,717,776) in view of Sukegawa et al. Watanabe discloses an 
identification document transaction method applicable to a system in which a system is 
connected via communication line to a center for providing data for issuance of a 
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certificate to an applicant and executing examination for issuance of an identification 
document for processing identification card transactions via communication witli the 
center, said method comprising: a first step of inputting data for checking an applicant 
(column 12, lines 21-40); a third step of inputting, when it is determined that the applied 
for identification document is to be issued, an image of the applicant (column 15, lines 
1 -31 ); and a fourth step of printing the image of the applicant and the contents of the 
description inputted in the third step onto paper previously prepared, and issuing the 
identification document thus obtained by printing (column 2, lines 49-63). Watanabe 
does not expressly and unambiguously disclose a second step of accessing the center 
and determining whether the applied for identification document is to be issued or not by 
using data inputted for checking on an applicant, but Sukegawa et al. teach this (column 
7, line 36, through column 8, line 26; see also Figure 4). Hence, it would have been 
obvious to one of ordinary skill in the art of identification document preparation at the 
time of applicant's invention to determine whether or not the applied for identification 
document is to be issued according to the data read out, for the obvious advantage of 
issuing identification documents to and only to the persons whom they are supposed to 
identify. 

Watanabe does not expressly disclose that his invention is for passports, but 
does teach that it relates to a certification card with a certification photo, such as a 
driver's license or a personal identification card (column 1, lines 7-9), and passports are 
personal identification documents which generally contain certification photos. Hence, it 
would have been obvious to one of ordinary skill in the art of identification document 
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preparation at the time of applicant's invention to apply Watanabe's methods to 
producing passports. 

Claim 27 is rejected under; 35 U.S.C. 103(a) as being unpatentable over 
Watanabe (U.S. Patent 5,717,776) in view of Sukegawa et al. Watanabe discloses an 
identification document transaction method applicable for processing identification 
document transactions with a storage medium storing therein data required for issuance 
of identification documents as well as data for identifying applications for passports 
comprising: a first step of reading out data required for issuance of an identification 
document from the storage medium and data for identifying an applicant (column 12, 
lines 21-40); a third step of inputting, when it is determined that the applied for 
identification document is to be issued, an image of the applicant (column 15, lines 1- 
31 ); and a fourth step of printing the image of the applicant and the contents of the 
description inputted in the third step onto paper previously prepared, and issuing the 
identification document thus obtained by printing (column 2, lines 49-63). Watanabe 
does not expressly and unambiguously disclose a second step of accessing the center 
and determining whether the applied for identification document is to be issued or not by 
using data inputted for checking on an applicant, but Sukegawa et al. teach this (column 
7, line 36, through column 8, line 26; see also Figure 4). Hence, it would have been 
obvious to one of ordinary skill in the art of identification document preparation at the 
time of applicant's invention to determine whether or not the applied for identification 
document is to be issued according to the data read out, for the obvious advantage of 
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issuing identification documents to and only to tine persons whom they are supposed to 
identify. 

Watanabe does not expressly disclose that his invention is for passports, but 
does teach that it relates to a certification card with a certification photo, such as a 
driver's license or a personal identification card (column 1 , lines 7-9), and passports are 
personal identification documents which generally contain certification photos. Hence, it 
would have been obvious to one of ordinary skill in the art of identification document 
preparation at the time of applicant's invention to apply Watanabe's methods to 
producing passports. 

Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe (U.S. Patent 5,717,776) in view of Sukegawa et al. and Bradley et al. 
Watanabe discloses an identification document transaction system comprising: a center 
for executing examination for issuance of identification documents (Figure 2). 
Watanabe discloses that the center is connected to a first database storing therein data 
for issuing certificates to applicants (column 12, lines 31-61). Watanabe does not 
disclose registering data for issuance of identification documents in a second database, 
but Bradley et al. teach this (column 1 , lines 60-66). Furthermore, the duplication of 
known parts for a multiple effect is held to be obvious to one of ordinary skill in the 
relevant art [St. Regis Paper Co. v. Bemis Co., 1 93 USPQ 8, 1 1 ; 549 F2d 833 (7th Cir 
1977); In re Harza, 124 USPQ 378, 380; 274 F.2d 669 (CCPA I960)], from which the 
use of two databases is held to be obvious. Hence, it would have been obvious to one 
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of ordinary skill in the art of identification document preparation at the time of applicant's 
invention to connect the center accessibly to first and second databases, for the obvious 
advantages of enabling the system to access data useful in determining whether to 
issue an identification document or not, and enabling the system to make records of 
identification document issuance data, so it will be possible to know how many 
identification documents have been issued, to whom they have been issued, and to 
obtain information about the persons to who they have been issued. 

Watanabe discloses at least one passport transaction apparatus connected via a 
^ communication line to said center for processing identification document transactions by 
communicating with said center, wherein said identification document transaction 
apparatus comprises a communication unit for communicating with said center (column 
12, lines 31-33); an image input unit for inputting an image of the applicant for an 
identification document (column 15, lines 1-31). Watanabe does not expressly disclose 
a control unit for controlling the communications by the communication unit, image input 
by the image input unit, display by the display unit, data input by the data input unit, and 
issuance by the issuer unit, but it is held to be inherent that there must be circuitry 
and/or software to carry out control. Watanabe does not expressly disclose 
orchestrating the center so as to determine whether the applied for identification 
document is to be issued or not based on the identification data for the applicant which 
has been recorded in the resident database and on the transmitted input data, but 
Sukegawa et al. teach this (column 7, line 36, through column 8, line 26; see also 
Figure 4). Hence, it would have been obvious to one of ordinary skill in the art of 
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identification document preparation at the time of applicant's invention to determine 
whether or not the applied for identification document is to be issued or not based on 
the recorded identification data and the transmitted input data, for the obvious 
advantage of issuing identification documents to and only to the persons whom they are 
supposed to identify. 

Watanabe does not expressly disclose a display unit for displaying a guidance for 
the procedure for the identification document transaction, but Sukegawa et al, teach this 
(Figure 7; column 3, lines 21-24; column 8, lines 27-35 et subseq.). Hence, it would 
have been obvious to one of ordinary skill in the art of identification document 
preparation at the time of applicant's invention to include a display unit for displaying a 
guidance for the procedure, for the obvious advantage of making applicants more likely 
to carry out the procedure correctly, 

Watanabe discloses a printer unit (Figure 2, element 57; see also column 5, lines 
9-12). Watanabe does not expressly disclose that the printer unit prints the image 
inputted by the image input unit, but official notice is taken that it is well known to print 
images on passports, driver's licenses, passports, and other identification documents. 
Hence, it would have been obvious to one of ordinary skill in the art of identification 
document preparation at the time of applicant's invention to print the image, for the 
obvious advantage of producing a photographic identification document. 

Watanabe discloses an issuer unit for issuing an identification document 
obtained by printing with the printer unit (column 16, lines 35-39). 
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Watanabe does not expressly disclose that his invention is for passports, but 
does teach that it relates to a certification card with a certification photo, such as a 
driver's license or a personal identification card (column 1 , lines 7-9), and passports are 
personal identification documents which generally contain certification photos. Hence, it 
would have been obvious to one of ordinary skill in the art of identification document 
preparation at the time of applicant's invention to apply Watanabe's methods to 
producing passports. 

Claim 29 rejected under 35 U.S.C. 103(a) as being unpatentable over Watanabe, 
Sukegawa et al., and Bradley et al. as applied to claim 28 above, Watanabe discloses 
transmitting images to a file server, and storing them therein (column 15, lines 20-35; 
see also column 4, lines 36-42); thus the image input unit and communication unit are 
connected to each other, and the control unit transfers the image inputted by the image 
input unit via the communication unit to the center. 

Claim 30 rejected under 35 U.S.C. 103(a) as being unpatentable over Watanabe, 
Sukegawa et al., and Bradley et al. as applied to claim 28 above. Watanabe does not 
expressly disclose a voice inputting unit and voice outputting unit, nor does Watanabe 
disclose that the communication unit transfers the voice inputted with the voice input 
unit to the center and also outputs the voice transferred from the center to the voice 
outputting unit. However, official notice is taken that voice inputting and voice outputting 
units are well known, and further, that it is well known to transfer voices from one 
location to another. (Telephones are the obvious example of apparatus for doing so, 
and telephones, of course, also include voice input and output units.) Hence, it would 
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have been obvious to one of ordinary skill in the art at the time of applicant's invention 
to include voice input and output units, and to transfer voices to and from the center, for 
the obvious advantage of facilitating communications between a remote user and the 
center. 

Claims 31 and 32 closely parallel claims 10 and 1 1 , respectively, and are 
rejected under 35 U.S.C. 103(a) on the same grounds. 

Claim 33 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe (U.S. Patent 5,717,776) in view of Sukegawa et al. and Bradley et al. 
Watanabe discloses an identification document transaction system comprising: a first 
center having a first database with data required for issuance of identification 
documents (Figure 2; column 12, lines 31-61). Watanabe does not disclose a second 
center for registering data for issuance of identification documents in a second database 
and also executing examination for issuance of passports, but Bradley et al. teach such 
a database (column 1 , lines 60-66). Furthermore, the duplication of known parts for a 
multiple effect is held to be obvious to one of ordinary skill in the relevant art [St Regis 
Paper Co, v. Bemis Co., 193 USPQ 8, 1 1 ; 549 F2d 833 (7th Cir 1977); In re Harza, 124 
USPQ 378, 380; 274 F.2d 669 (CCPA I960)], from which the use of two centers is held 
to be obvious. Hence, it would have been obvious to one of ordinary skill in the art of 
identification document preparation at the time of applicant's invention to include first 
and second centers with corresponding databases, for the obvious advantages of 
enabling the system to access data useful in determining whether to issue an 
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identification docunnent or not, and enabling the system to make records of identification 
document issuance data, so it will be possible to know how many identification 
documents have been issued, to whom they have been issued, and to obtain 
information about the persons to who they have been issued. 

Watanabe discloses at least one passport transaction apparatus connected via a 
communication line to a center for processing identification document transactions by 
communicating with the center, wherein said identification document transaction 
apparatus comprises a communication unit for communicating with said center (column 
12, lines 31-33); an image input unit for inputting an image of the applicant for an 
identification document (column 15, lines 1-31). Watanabe does not expressly disclose 
a control unit for controlling the communications by the communication unit, image input 
by the image input unit, display by the display unit, data input by the data input unit, and 
issuance by the issuer unit, but it is held to be inherent that there must be circuitry 
and/or software to carry out control. Watanabe does not expressly disclose 
orchestrating the center so as to determine whether the applied for identification 
document is to be issued or not based on the identification data for the applicant which 
has been recorded in the resident database and on the transmitted input data, but 
Sukegawa et al. teach this (column 7, line 36, through column 8, line 26; see also 
Figure 4). Hence, it would have been obvious to one of ordinary skill in the art of 
identification document preparation at the time of applicant's invention to determine 
whether or not the applied for identification document is to be issued or not based on 
the recorded identification data and the transmitted input data, for the obvious 
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advantage of issuing identification documents to and only to the persons whom they are 
supposed to identify. 

Watanabe does not expressly disclose a display unit for displaying a guidance for 
the procedure for the identification document transaction, but Sukegawa et al. teach this 
(Figure 7; column 3, lines 21-24; column 8, lines 27-35 et subseq.). Hence, it would 
have been obvious to one of ordinary skill in the art of identification document 
preparation at the time of applicant's invention to include a display unit for displaying a 
guidance for the procedure, for the obvious advantage of making applicants more likely 
to carry out the procedure correctly. 

Watanabe discloses a printer unit (Figure 2, element 57; see also column 5, lines 
9-12). Watanabe does not expressly disclose that the printer unit prints the image 
inputted by the image input unit, but official notice is taken that it is well known to print 
images on passports, driver's licenses, passports, and other identification documents. 
Hence, it would have been obvious to one of ordinary skill in the art of identification 
document preparation at the time of applicant's invention to print the image, for the 
obvious advantage of producing a photographic identification document. 

Watanabe discloses an issuing unit for issuing an identification document 
obtained by printing with the printer unit (column 16, lines 35-39). 

Watanabe does not expressly disclose that the first center verifies the data 
inputted by the data input unit according to a request for verification of an applicant for 
an identification document from the identification document transaction apparatus to the 
first database by way of communication with the communication unit and returns a reply 
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according to a result of verification as to whether the applicant is the person he claims 
to be or not, but Sukegawa et al. teach this (column 7, line 36, through column 8, line 
26; note also elements 10 and in particular 3 in Figure 1). Hence, it would have been 
obvious to one of ordinary skill in the art of identification document preparation at the 
time of applicant's invention to have the first center verify the data in such a manner, for 
the obvious advantage of determining whether an identification document applicant is 
the person he claims to be. 

Watanabe does not disclose, nor do Sukegawa et al., that a second center 
verifies the data inputted by the input center, etc., but, as stated above, in the first 
subparagraph of this rejection, the duplication of known parts to obtain a multiple effect 
is held to be obvious to one of ordinary skill in the art. 

Watanabe does not expressly disclose that his invention is for passports, but 
does teach that it relates to a certification card with a certification photo, such as a 
driver's license or a personal identification card (column 1 , lines 7-9), and passports are 
personal identification documents which generally contain certification photos. Hence, it 
would have been obvious to one of ordinary skill in the art of identification document 
preparation at the time of applicant's invention to apply Watanabe's methods to 
producing passports. 

Claim 34 is closely parallel to claim 29, and is therefore rejected under 35 
U.S.C. 103(a) on the same grounds. 

Claim 35 is closely parallel to claim 30, and is therefore rejected under 35 
U.S.C. 103(a) on the same grounds. 
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Claims 36 and 37 closely parallel claims 10 and 1 1 , respectively, and are 
rejected under 35 U.S.C. 103(a) on the same grounds. 

Response to Arguments 

Applicants' arguments filed March 21, 2002, have been fully considered, but they 
are not persuasive. Applicant argues that the contents of a passport are quite different 
from those of a driver's license, but does not set forth the differences, nor explain how 
the differences make it nonobvious to do with an passport what Watanabe discloses 
doing with a driver's license. Driver's licenses and passports are both identification 
documents. Therefore, Examiner does not believe that Applicant's claims are made 
allowable by the failure of Watanabe and Sukegawa to disclose a passport data input 
unit for inputting the contents of an issued passport as data, as set forth in claims 4 and 
15, given that Watanabe does disclose inputting the contents of an issued driver's 
license as data (column 4, lines 30-35; column 12, lines 26-30). 

Additionally, Applicant argues that the applied references do not disclose 
issuing a passport on a later day, and suggests that there are various are various 
reasons for doing so, different from the multiple payments which are required in a 
layaway plan. However, Examiner did not assert that it is known to pay passport issue 
fees on a layaway plan; Examiner merely took official notice taken that it is well known 
for receipts to be used to obtain goods or services on a later day, parenthetically 
mentioning layaway plans. As Applicant writes, there may be various reasons for 
issuing a passport on a later day, such as failure of the issuance device, running out of 
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stock of new passport blanks, etc. But Examiner observes that these are closely 
analogous to the reasons why other goods and services may be made available on a 
later day, and why, for example, it is well known for merchants to give rainchecks. 
Thus, it is held that it would have been obvious to do for a passport what is done for 
other goods and services. Furthermore, a point previously made by Examiner to which 
Applicant did not respond, it is also old and well known not to issue a passport until 
some days after payment of the passport application fee, and the meeting of other 
requirements (because, inter alia, U.S. passports were not physically prepared at most 
of the sites where they were applied for, but required time to prepare and transport). 
What it is already known to do in issuing passports is held to be obvious in issuing 
passports according to Applicant's invention. 

Conclusion 

THIS ACTION IS MADE FINAL- Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas D. Rosen, whose telephone number is 703- 
305-0753. The examiner can normally be reached on 8:30 AM - 5:00 PM, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn Coggins, can be reached on 703-308-1344. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-746-7239 
for regular communications, 703-746-7240 for non-official/draft communications, and 
703-746-7238 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 



Nicholas D. Rosen 
May 9, 2002 
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